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DETAILED ACTION 
Election/Restrictions 
1 . Newly submitted claims 72-95 and 105-108 are directed to an invention that is 
independent or distinct from the invention originally claimed for the following reasons: 

Originally elected claims 6-15, and 22 were directed to a method for an interactive media 
guide with promotional/preview functionality. For example, claims 6-8 were related to 
purchasing presentations subsequent to watching a movie trailer in conjunction with a 
promotional channel, claims 9-12 were directed towards the retrieval of additional 
information such as a preview or a trailer related to a program of interest, claims 13-15 were 
directed towards the insertion of promotional material in association with a requested 
presentation (IA: Page 25, Lines 10-19), and claim 22 was directed towards a method for 
viewing a preview via an interactive media guide and subsequently facilitating the ordering 
of that program. These claims were generally classified in class 725, subclass 8. Newly 
submitted claims 72-95 and 105-108 are directed towards a method and apparatus for 
suspending the presentation of a motion video presentation and subsequently providing a 
promotional motion video presentation as a result of a user's inactivity. As set forth in the 
specification, this embodiment is directed towards the screen-saver functionality (Page 28, 
Line 3 1 - Page 29, Line 2; Page 29, Line 36 - Page 30, Line 9). None of the originally 
elected claims pertain to the control of the playback of presentation wherein promotional 
information is displayed in association with the suspension of the media presentation. 
Furthermore, the subject matter pertaining to an interactive media guide which services as a 
screen saver utility for which the claims are directed was not elected as noted in Paper 1 1 . 
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Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 72-95 and 105-108 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP 
§ 821.03. 

With respect to newly presented claims 96-104, the claims appear to be directed towards 
the ability to display custom advertisements in conjunction with the display interface (IA: 
Page 33, Lines 28 - Page 34 Line 23). The claims, as presented, however, are not limiting 
with respect to when the promotional media or merchandise advertising data can be 
presented. Accordingly, claims 96-104 are interpreted as being patentably indistinct from 
originally elected claims 13-15 and an action on claims 96-104 follows. 

Priority 

2. Applicant's claim for domestic priority under 35 U.S.C. 1 19(e) is acknowledged. 

However, the provisional application upon which priority is claimed fails to provide adequate 
support under 35 U.S.C. 1 12 for claims 96-104 of this application. In particular, the 
examiner cannot find support for the "receiving merchandise advertising data associated with 
a plurality of motion video presentations" and "receiving said one of the plurality of motion 
video presentations over the dedicated network session". The provisional application makes 
references to a similar architecture as that utilized by the instant application, however, there 
does not appear to be an enabling disclosure pertaining to the particular usage of such in 
conjunction with the delivery of merchandise advertising data as particularly claimed. 
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While the examiner has made every effort in reviewing the provisional application for 
support under 35 U.S. C. 112, given the size of the provisional application and lack of a clear 
correspondence between it and the instant application, information within the provisional 
application may have been overlooked. If the applicant believes that the examiner has 
overlooked such support/subject matter, it is requested that the applicant reference this 
subject matter by page number in response to this Office Action so that the examiner may 
quickly locate and evaluate the applicant's remarks in view of the provisional application. 

Drawings 

3. The drawings were received on 23 March 2004. These drawings are approved with 
respect to newly submitted Figure 19C. 

Response to Arguments 

4. Applicant's arguments with respect to claims 43-71 have been considered but are moot in 
view of the new ground(s) of rejection necessitated as applicant has cancelled all previously 
presented claims. 

Claim Objections 

5. Claim 96 is objected to because of the following informalities: 

■ The "receive user input corresponding to one for the plurality of motion video 

presentations" should be amended to read "receive user input corresponding to one of 
[for] the plurality of motion video presentations"; 
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■ The term "sever" should be amended to read "server". 

Appropriate correction is required. 
6. Claim 99 is objected to because the phrase "said one for the plurality of motion video 
presentations" should be amended to read "said one of [for] the plurality of motion video 
presentations". Appropriate correction is required. 



Claim Rejections - 35 USC §112 

7. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

8. Claim 103 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. In particular, the reference discloses that the "first communication 
channel" utilizes QPSK (as opposed to the claimed QAM) and the "second communication 
channel" utilizes QAM (IA: Page 6, Lines 14-16). 



Claim Rejections - 35 USC §102 
9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. Claims 96-102 are rejected under 35 U.S.C. 102(e) as being anticipated by White et al. 
(US Pat No. 6,628,302). 

In consideration of claim 96, as illustrated in conjunction with 1, the White et al. 
embodiment the reference discloses a "set-top terminal (STT)" [14] coupled to a "server" 
[12] via a "bi-directional communication network" [16]. The "set-top terminal" [14] 
comprises a "memory having program code stored therein" [40/42] (Col 3, Lines 1-8) and at 
least "one processor that is programmed by the program code to enable the STT" [38] (Col 2, 
Lines 63-67). The terminal is subsequently operable to "receive merchandise advertising 
data" [72] associated with a "plurality of motion video presentation" and to "provide the 
merchandise advertising data to a user via a television signal" (Figure 4; Col 4, Lines 12-22). 
Subsequently, the embodiment is operable to "receive user input corresponding to one of the 
plurality of motion video presentations" (Col 4, Lines 23-38), "establish a dedicated network 
session with the server for receiving said one of the plurality of motion video presentations", 
"receive said one of the plurality of motion video presentations over the dedicated network 
session" and to "provide said one of the plurality of motion video presentations to the user" 
(Col 4, Lines 38-64; Col 5, Lines 33-58) 

Claim 97 is rejected wherein the "merchandise advertising data comprises graphics" [72] 
(Figure 4). 

Claim 98 is rejected wherein the "merchandise advertising data" [72] corresponds to 
"merchandise being provided by an entity other than an entity that is providing the motion 
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video presentation" wherein the advertised soft-drink Coke™ is not provided by the 
broadcast provider. 

Claim 99 is rejected wherein the "at least one processor . . . enables trick-mode 
functionality to be implemented in connection with said one of the plurality of motion video 
presentations 5 ' (Figure 5). 

Claims 100 and 102 are rejected wherein the White et al. reference discloses that the 
"merchandise advertising data" [70] associated with HTML primitives delivered via the 
network [16] is modulated "received over a first communication channel" and the "motion 
video presentation" is "received over a second communication channel that is different from 
said first communication channel" such that each is associated with a different "radio- 
frequency channel having a specified center frequency" in the case of digital video 
distribution (Col 2, Lines 37-46, 49-52). 

Claim 101 is rejected wherein the "first and second communication channels correspond 
to a same type of communication channel" wherein both channels are of a type that 
distributes video information to the subscriber. 

Claim Rejections - 35 USC § 103 
11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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12. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent 
any evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to 
point out the inventor and invention dates of each claim that was not commonly owned at the 
time a later invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

13. Claim 103 is rejected under 35 U.S.C. 103(a) as being unpatentable over White et al. (US 
Pat No. 6,628,302). 

In consideration of claim 103, the White et al. reference discloses that the aforementioned 
"first and second communication channels" are modulated [34] (Col 2, Lines 37-46), 
however, the reference does not explicitly disclose the particular type of digital modulation. 
The particular usage of QAM as a modulation technique is well known in the art of video 
distribution (ex. Adams et al.: Col 2, Lines 41-44). Accordingly, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to utilize 
QAM as a modulation technique for the purpose of using a digital modulation technique that 
facilitates the transmission of more data within the same RF bandwidth than BPSK or QPSK. 

14. Claim 104 is rejected under 35 U.S.C. 103(a) as being unpatentable over White et al. (US 
Pat No. 6,628,302), in view of Wang (US Pat No. 6,675,385). 

The White et al. reference does not explicitly disclose nor preclude the particular 
distribution of the "merchandise advertising data" associated with the HTML based user 
interface via the "broadcast file system" [30] in a "cyclical" manner. The Wang reference 
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discloses a method for distributing an HTML interface using a carousel or "cyclically" (Col 
2, Lines 9-50). Accordingly, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to employ the "cyclical" interface distribution 
techniques of Wang in conjunction with the White et al. embodiment for the purpose of 
enabling the distribution and display of a HTML based user interface to resource-deprived 
set-top boxes (Wang: Col 2, Lines 50-59). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure as follows. Applicant is reminded that in amending in response to a rejection of 
claims, the patentable novelty must be clearly shown in view of the state of the art disclosed 
by the references cited and the objections made. 

■ The Adams (US Pat No. 6,378,130) reference discloses a media server architecture to 
interconnect subscriber terminals to a head-end which particularly utilizes QAM 
in conjunction with signal distribution. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Beliveau whose telephone number is 703-305-4907. 
The examiner can normally be reached on Monday-Friday from 9:00 a.m. - 6:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on 703-305-4795. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 
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